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DETAILED ACTION 

1 . This action is responsive to communications: IDS filed on 5/1 8/05. 

2. Claims 1, 2, 5, 7 - 16, 19, 21 -27, and 37-51 are pending in the case. Claims 
1, 12 - 15, 24, 25, 39, 40, 44, 46, and 51 are independent. 

Information Disclosure Statement 

3. The information disclosure statement filed 6/4/01- fails to comply with 37 CFR 

1 .98(a)(2), which requires a legible copy of each cited foreign patent document; each 
non-patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 

Claim Rejections - 35 USC §101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 12, 24, and 44 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The claimed invention amounts to 
nonfunctional descriptive data stored on computer-readable media. Because the claims 
simply set forth mere arrangements and/or compilations of data on computer-readable 
media, the claimed invention is non-statutory. 

6. Further, to expedite a complete examination of the instant application the claims 
rejected under 35 U.S.C. 101 (nonstatutory) above are further rejected as set forth 
below in anticipation of applicant amending these claims to place them within the four 
statutory categories of invention. 
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Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S,C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 7, 13, 21, and 37 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

9. . Regarding dependent claims 7 and 21 , it is unclear what applicant means by "the 
list consisting of ASCII, HTML, SGML, XHTML, and formats." 

10. Regarding independent claim 13, it is unclear what applicant means by 
"repeating the steps (a) to (b) required number of times." 

1 1 . Regarding dependent claim 37, it is unclear what applicant means by "comprising 
only one element inane form." 

12. Claim 42 recites the limitation "the interchanged claims" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. Further, the claim will be 
interpreted as being substantially similar to its parent and consequently rejected along 
the same rationale in the rejection(s) under 35 USC 102(e). 

13. Claim 45 recites the limitation "transformed claims" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. Further, the claim will be interpreted as 
being substantially similar to its parent and consequently rejected along the same 
rationale in the rejection(s) under 35 USC 102(e). 
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Claim Rejections - 35 USC § 102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

15. Claims 1, 2, 5, 7-16, 19, 21 -27, and 37 -51 are rejected under 35 
U.S.C. 102(e) as being clearly anticipated by Rivette et at. (US006339767B1 ). 

16. Regarding independent claim 1, Rivette et al. teach that referring again to FIG, 
168, furtlierin step 16816, the client 304/306 uses the claims dependency tree 18502 to 
generate the patent claims hyperbolic tree 17101. In generating the hyperbolic tree, a 
hyperbolic tree node is generated for each node in the claims dependency tree 18502. 
Also, links between nodes in the patent claims hyperbolic tree 17101 correspond to 
links in the claims dependency tree 18502. In addition to linking information, the nodes 
in the patent claims hyperbolic tree 17101 may also include any claim information that 
was in the corresponding node of the claims dependency tree 18502, such as claim 
text. The node type and the sub-type are also stored in the nodes of the patent claims 
hyperbolic tree 17101. The node type refers to whether or not the node is a patent 
node (such as node 17104) or a claim node (such as node 17108A). The sub-type 
refers to whether the node corresponds to an independent claim (such as nodes 17106) 
or a dependent claim (such as nodes 171 08A and 17108B). Further details concerning 
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construction of a hyperbolic tree representative of tine claims dependency tree 18502 
will be apparent to persons skilled in the relevant art(s) (Column 137, lines 10-30) and 
that in step 16822, the client 304/306 retrieves information on the selected claim, such 
as the text of the selected claim, and displays the claim text. The invention includes a 
number of formats for displaying the claim text. For example, FIG. 1 72 illustrates a 
display format 1 7202 where the text of the claim is displayed independent of and apart 
from the patent. In contrast, FIG. 173 illustrates a display format 17302 where the claim 
is displayed in the context of the patent (Column 1 37, line 65 - Column 1 38, line 5), 
compare with (a) selecting a claim section of the patent document; (b) processing 
the claim section, including: (c) extracting claim dependency and text of claims 
from the claim section; (d) converting the extracted claim dependency into a 
graphical form, comprising a set of graphical elements, each element 
corresponding to an individual claim or a group of claims; (e) converting the 
extracted text of claims into a textual form, comprising a set of elements, each 
element being a text of an individual claim or a text of a group of claims; (f) 
forming a derivative claim section by combining the converted graphical and 
textual elements of the converted claim dependency and text of claims, and 
associating thereof with a computer program providing a user interactive 
selection of a subset of elements in one of the graphical and textual forms, and 
displaying said subset in the selected form along with the related subset of 
elements according to the claim dependency in the other form to a user; and (g) 
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forming the derivative document by combining the derivative claim section with 
the patent document or a part of the patent document 

17. Regarding dependent claim 2, Rivette et al. teach that referring again to FIG. 
168, further in step 16816, the client 304/306 uses the claims dependency tree 18502 to 
generate the patent claims hyperbolic tree 17101. In generating the hyperbolic tree, a 
hyperbolic tree node is generated for each node in the claims dependency tree 18502. 
Also, links between nodes in the patent claims hyperbolic tree 17101 correspond to 
links in the claims dependency tree 18502. In addition to linking information, the nodes 
in the patent claims hyperbolic tree 17101 may also include any claim information that 
was in the corresponding node of the claims dependency tree 18502, such as claim text 
(Column 1 37, lines 1 0 - 20), compare with the steps of converting further comprises 
establishing links between the elements of the graphical and textual subsets 
according to the transformed claim dependency 

18. Regarding dependent claims 5 and 8, Rivette et al. teach that in step 16822, 
the client 304/306 retrieves information on the selected claim, such as the text of the 
selected claim, and displays the claim text. The invention includes a number of formats 
for displaying the claim text. For example, FIG. 1 72 illustrates a display format 17202 
where the text of the claim is displayed independent of and apart from the patent. In 
contrast, FIG. 173 illustrates a display format 17302 where the claim is displayed in the 
context of the patent (Column 1 37, line 65 - Column 1 38, line 5), compare with 
displaying the selected subsets of elements on a computer screen; and 
displaying the selected subsets of elements on a computer screen in combination 
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with other elements of the sets; and the step (g) comprises a step selected from 
the list consisting of: forming the document so that the derivative claim section is 
replacing the claim section of the patent document; forming the document so that 
the derivative claim section is supplementing the patent document; forming the 
document so that derivative claim section is supplemented by a part of the patent 
document; and forming the document so that the derivative document derivative 
claim section of the patent document. 

19. Regarding dependent claims 7, 9 - 11, and 47, Rivette et al. teach that 
Specifically, the enterprise server 314 sends raw data 802 to the web server 310 over 
the network 312. The translator 804 in the web server 310 translates the raw data 802 
to data in the well known HTML data format. This HTML data 806 is sent to the web 
client 304 over network 308. A browser 808 in the web client 304 renders the HTML 
data 806. The translator 804 translates data going from the web client 304 to the 
enterprise server 314 in a similar manner It is noted that data formats other than HTML 
could alternatively be used. In particular, any data format used by the browser 808 
could alternatively be used in the invention (Column 38, lines 44 - 54), compare with 
the step (e) comprises converting into the form selected from the list consisting 
of ASCII, HTML, SGML, XHTML, and formats; a step of performing one or more of 
the following: storing data obtained in at least one of the steps in a database; 
sending data obtained in at least one of the steps over a network; compressing 
data obtained in at least one of the steps; displaying one of the derivative 
document and the derivative segment on a computer screen; the step (b) 
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comprises distributed processing of the patent document in a network 
environment performed by using processing power of more than one computer; 
the step of distributed processing comprises the steps initial processing of the 
document performed on server side and final processing performed on a client 
side; and the derivative document being presented in a web compatible form such 
that to be recognized by a browser 

20. Regarding independent claim 12, the claim incorporates substantially similar 
subject matter as claim 1, and is rejected along the same rationale. 

21. Regarding independent claim 13, the claim incorporates substantially similar 
subject matter as claim 1, and is rejected along the same rationale. 

22. Regarding independent claim 14, the claim incorporates substantially similar 
subject matter as claim 13, and is rejected along the same rationale. 

23. Regarding independent claim 15, the claim incorporates substantially similar 
subject matter as claim 1, and is rejected along the same rationale. 

24. Regarding dependent claim 16, the claim incorporates substantially similar 
subject matter as claim 2, and is rejected along the same rationale. 

•25. Regarding dependent claim 19, the claim incorporates substantially similar 
subject matter as claim 5, and is rejected along the same rationale. 

26. Regarding dependent claim 21, the claim incorporates substantially similar 
subject matter as claim 7, and is rejected along the same rationale. 

27. Regarding dependent claim 22, the claim incorporates substantially similar 
subject matter as claim 10, and is rejected along the same rationale. 
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28. Regarding dependent claim 23, the claim incorporates substantially similar 
subject matter as claim 1 1 , and is rejected along the same rationale. 

29. Regarding independent claim 24, the claim incorporates substantially similar 
subject matter as claim 12, and is rejected along the same rationale. 

30. Regarding independent claim 25, the claim incorporates substantially similar 
subject matter as claim 1, and is rejected along the same rationale. 

31 . Regarding dependent claim 26, the claim incorporates substantially similar 
subject matter as claim 10, and is rejected along the same rationale. 

32. Regarding dependent claim 37, Rivette et al. teach that in step 16906, the 
client 304/306 selects one of the nodes of the DAG 18402 (or, equivalently, the client 
304/306 selects one of the claims of the 'Oil patent). In step 16908, if the selected 
claim is an independent claim, then the client 304/306 creates a link from the root node 
to the selected node. For example, if claim 1 is the selected claim, then the client 
304/306 creates a link between node 18406 to the root node 18408. Information 
representative of the link is stored in the parent of the selected claim. For example, 
information representing the link between node 18406 and the root node 18408 is 
stored in root node 18408. If the' selected claim is a dependent claim, then in step 
16908 the client 304/306 creates a link between the selected node and each node 
(called parent nodes) corresponding to a claim from which the selected claim depends. 
Information representing these links is stored in the parent nodes (Column 135, line 61 
- Column 136, line 10), compare with the step of selection of the subset of elements 
comprises the step selected from the list consisting of: selecting the subset 
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comprising only one element in one form, and displaying the selected subset in 
said one form with the related subset comprising the corresponding element of 
the other form; selecting the subset comprising only one element of in one form, 
and displaying the selected subset in said one form along with the related subset 
in the other form comprising first and second elements, wherein the first element 
corresponds to the selected element of the first form, and the second element is 
the element on which the first element refers to according to claim dependency; 
selecting the subset comprising elements of one form corresponding to 
independent claims only, and displaying the selected subset in said one form 
along with the related subset in the other form comprising elements of the other 
form corresponding to the selected elements of the said one form; selecting the 
subset comprising elements in one form corresponding to an independent claim 
and all the dependent claims referred thereto only, and displaying the selected 
subset in said one form along with the related subset comprising elements in the 
other form corresponding to the selected elements in said one form; and 
selecting the first subset comprising an independent claim only in one form, and 
displaying the selected subset in said one form along with the related subset 
comprising elements in the other form corresponding to the selected 
independent claim and all dependent claims referred thereto 
33. Regarding dependent claim 38, the claim incorporates substantially similar 
subject matter as claim 19, and is rejected along the same rationale. 
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34. Regarding independent claim 39, the claim incorporates substantially similar 
subject matter as claim 1, and is rejected along the same rationale. 

35. Regarding independent claim 40, the claim incorporates substantially similar • 
subject matter as claim 1, and is rejected along the same rationale. 

36 Regarding dependent claims 41 and 43, Rivette et al. teach that some well 
known hyperbolic browser implementations are capable of generating and displaying 
hyperbolic trees directly from DAGs, These hyperbolic browser implementations 
conceptually operate by mapping the root node in the DAG to the root node in the 
hyperbolic tree. Also, non-root nodes in DAG that have a single parent node are 
directly mapped to corresponding nodes in the hyperbolic tree. These hyperbolic 
browser implementations conceptually map non-root nodes in the DAG that have 
multiple parent nodes to multiple nodes in the hyperbolic tree, wherein each of these 
tree nodes are linked to a single parent node in the hyperbolic tree. This is shown in 
FIG. 179, where node D has parent nodes B and C in DAG 17902. As a result of this 
conceptual mapping process in hyperbolic browser, nodes 1 7906 A and 1 7906B are 
created in the hyperbolic tree 17904. Each of these nodes 17906 A and 17906B is 
linked to a single parent node (that is, nodes B and C) in the hyperbolic tree 17904. 
The process of generating and populating a hyperbolic tree from a DAG by such 
hyperbolic browser implementations will be apparent to persons skilled in the relevant 
art(s) (Column 123, line 59 - Column 124, line 12), compare with the step (b) further 
comprises: (i) transforming multiple dependent claims into single dependent 
claims; (ii) sorting the transformed claims by claim numbers to which the claims 
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refer to; (iii) interchanging positions of any two neighboring sorted claims, the 
preceding claim and the succeeding claim, if they meet the following 
requirements: both claims are dependent claims and refer to different claims; and 
succeeding claim does not refer to the preceding claim; wherein the steps (i) to 
(iii) are performed before the step (c) of extracting; and the step (i) further 
comprises one of the following: adding single dependent claims generated from 
multiple dependent claims to the end of original set of claims; and inserting 
claims generated from a multiple dependent claim into original set of claims 
immediately after the multiple dependent claim, followed by re-numbering of 
claims starting from the multiple dependent claim and to the end of claim section 

37. Regarding dependent claim 42, the claim incorporates substantially similar 
subject matter as claim 1, and is rejected along the same rationale as explained in the 
rejection(s) of the claim under 35 USC 112, second paragraph. 

38. Regarding dependent claim 44, the claim incorporates substantially similar 
subject matter as claim 1 , and is rejected along the same rationale. 

39. Regarding dependent claim 45, the claim incorporates substantially similar 
subject matter as claim 44, and is rejected along the same rationale as explained in the 
rejection(s) of the claim under 35 USC 112, second paragraph. 

40. Regarding independent claim 46, the claim incorporates substantially similar 
subject matter as claim 44, and is rejected along the same rationale. 

41. Regarding dependent claim 48, the claim incorporates substantially similar 
subject matter as claim 41, and is rejected along the same rationale. 
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42. Regarding dependent claim 49, the claim incorporates substantially similar 
subject matter as claim 42, and is rejected along the same rationale. 

43. Regarding dependent claim 50, the claim incorporates substantially similar 
subject matter as claim 41 , and is rejected along the same rationale. 

44. Regarding dependent claim 51, the claim incorporates substantially similar 
subject matter as claim 1 , and is rejected along the same rationale. 



Any inquiry concerning this communication or earlier communications from the 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
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872-9306. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




liJi^eXAMlNEB 




